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DETAILED ACTION 
Response to Amendment 

The objection of claims 3 and 4 under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim, is 
hereby expressly withdrawn. 

The rejection of claims 1-4 under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention, is hereby expressly withdrawn. 

The following rejections are being maintained. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Hamada et al ('939). 
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The reference to Hamada et al ('939) teaches the manufacture of a golf ball that 
comprises a "thread wound core," wherein the threads are produced from a blend of "a 
natural rubber and a synthetic isoprene rubber having a cis-1 ,4 bond content of at least 
90%," as herein recited and claimed. Note column 1 (lines 13-23) for the golf ball 
construction. Note the paragraph bridging column 2 to column 3 for the inclusions of the 
rubber constituents, that clearly teaches the employment of a "high-cis polyisoprene 
rubber having a cis content of 98% or more." Further, note column 4 (lines 19-26) for 
the vulcanization with sheet formation and thread production, and column 4 (lines 27- 
49) for the subsequent production of the golf ball using the rubber threads. Note Tables 
1 and 2 at column 5 for the compositional limitations which embrace those recited in 
claim 2. 

The constituents employed, their relative inclusion and the final product of a 
thread for production of a golf ball are shown by the reference. The reference is silent 
with respect to the "synthetic isoprene rubber having only a single peak" and the 
molecular weight distribution of the synthetic isoprene rubber. However, no difference is 
seen in the compositions or the end-use. A practitioner in the art would know how to 
manipulate the constituents to be effective for such end-use, including elasticity and 
other physical characteristics required. As such, and in view of a lack of unexpected 
results pertaining thereto, the composition and use of the instant claims would be at 
least obvious to one of ordinary skill in the art, if not anticipated thereover. 
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Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hamada et al ('465). 

The reference to Hamada et al ('465) teaches the manufacture of a golf ball that 
comprises a "thread wound core," wherein the threads are produced from a blend of "a 
natural rubber and a synthetic isoprene rubber having a cis-1 ,4 bond content of at least 
90%," as herein recited and claimed. Note column 1 (lines 12-18) for the golf ball 
construction. Note column 2 (lines 22-65) for the inclusions of the rubber constituents. 
Further, note column 4 (lines 46-52) for the vulcanization with sheet formation and 
thread production, and column 4 (line 53) to column 5 (line 3) for the subsequent 
production of the golf ball using the rubber threads. Note Tables 1 and 2 at columns 5 
and 6 for the compositional limitations which embrace those recited in claim 2. 

The constituents employed, their relative inclusion and the final product of a 
thread for production of a golf ball are shown by the reference. The reference is silent 
with respect to the "synthetic isoprene rubber having only a single peak" and the 
molecular weight distribution of the synthetic isoprene rubber. However, no difference is 
seen in the compositions or the end-use. A practitioner in the art would know how to 
manipulate the constituents to be effective for such end-use, including elasticity and 
other physical characteristics required. As such, and in view of a lack of unexpected 
results pertaining thereto, the composition and use of the instant claims would be at 
least obvious to one of ordinary skill in the art, if not anticipated thereover. 



Application/Control Number: 10/609,376 Page 5 

Art Unit: 1711 

Claims 1, 2 and 5-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Akita et al. 

The reference to Akita et al teaches the manufacture of an elastomer/rubber 
blend that is produced from "natural rubber and a synthetic polyisoprene rubber that 
may be mixed in any proportion," as herein claimed. The polyisoprene is described as 
"having a cis-1 ,4 bond content of at least 90% by mole or more," as herein recited and 
claimed. Note column 3 (lines 21-36) for these teachings. 

The constituents employed and their relative inclusion are shown by the 
reference. The reference is silent with respect to the "synthetic isoprene rubber having 
only a single peak" and the molecular weight distribution of the synthetic isoprene 
rubber. However, no difference is seen in the compositions, as claimed. A practitioner in 
the art would know how to manipulate the constituents to be effective, for such end-use, 
including elasticity and other physical characteristics required. As such, and in view of a 
lack of unexpected results pertaining thereto, the composition and use of the instant 
claims would be at least obvious to one of ordinary skill in the art, if not anticipated 
thereover. 

Response to Arguments 

Applicant's arguments filed 25 February 2005 have been fully considered but 
they are not persuasive. 

With regard to the rejection of claims 1-7 under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hamada et al ('939), 
"Applicants' Representative fails to see the disclosure in Hamada '939 of the cis-1 ,4 
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bond content of at least 90%," while ignoring the passage pointed out by the Examiner 
at the paragraph bridging column 2 to column 3 that includes a "mixture of the high-cis 
polyisoprene rubber and the low-cis polyisoprene rubber," wherein the high-cis 
polyisoprene rubber "(has) a cis content of 98% or more," and the low-cis polyisoprene 
rubber "(has) a cis content of about 92%" and "less than 98%." Further, it is pointed out 
that the language of the instant claims do not exclude the low-cis polyisoprene rubber, 
and, conversely, at a cis content of about 92% actually embrace the low-cis 
polyisoprene rubber. Applicants' Representative contends that the feature of "having a 
single peak of molecular weight distribution" would not be inherent in the composition of 
the reference, but provides no reasoning as to why it wouldn't other than that "the 
property alleged to be inherent must necessarily , not possibly, or even probably, be 
present as a result of the disclosed composition." Applicants' Representative provides 
no basis for this conclusion, either in practice or case law. The compositions of the 
reference are produced from identical constituents, combined in identical proportions, 
employed to produce an identical sheet, subsequently cut into threads and employed to 
produce the identical object, a golf ball. There is no reason to conclude otherwise, and, 
Applicants' Representative has provided none. There has been no showing made by 
Applicants' Representative that any difference exists. Applicants' Representative 
alleges that "(t)here is no disclosure of use of a rubber composition comprising at least 
90% cis-1 ,4 bond-containing rubber," simply ignoring the passages cited in the Office 
Action drawn thereto, which teach clearly to use the same. Applicants' Representative, 
further alleges that "such synthetic rubbers as do have a single peak of molecular 
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weight distribution do not typically exhibit a ratio of weight average molecular weight to 
number average molecular weight within 2.5 to 3.7," without providing any support for 
the statement, and without showing that the high-cis polyisoprene rubber of the 
reference does not likewise have these properties. Finally, Applicants' Representative 
alleges that the "presently claimed composition is not obvious over Hamada '939 
because selection of a synthetic rubber containing at least 90% cis-1 ,4 bond content 
and a molecular weight distribution that is a single peak when measured by gel 
permeation chromatography, and a ratio of Mw/Mn from 2.5-3.7 is not disclosed or 
suggested by the reference." It is pointed out that a reference is taken for the entirety of 
its teachings, and Applicants' Representative has failed to acknowledge those teachings 
in an attempt to proffer patentability of the instant claims. Applicants' Representative 
has placed a standard of 35 USC 102 in addressing the rejection made under 35 USC 
103(a), and ignored key features of the invention as disclosed by the reference to 
Hamada et al ('939). 

With regard to the rejection of claims 1-7 under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hamada et al ('465), 
"Applicants' Representative fails to see the disclosure in Hamada '465 of the cis-1 ,4 
bond content of at least 90%," while ignoring the passage pointed out by the Examiner 
at column 2 (lines 22-65) that includes a "mixture of the high-cis polyisoprene rubber 
and the low-cis polyisoprene rubber," wherein the high-cis polyisoprene rubber "(has) a 
cis-1, 4 structure of 98% or more," and the low-cis polyisoprene rubber "(has) a cis 
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content of less than 92%," overlapping at 90 to 92 %. Further, it is pointed out that the 
language of the instant claims do not exclude the low-cis polyisoprene rubber, and, 
conversely, at a cis content of about 92% actually embrace the low-cis polyisoprene 
rubber. Applicants' Representative contends that the feature of "having a single peak of 
molecular weight distribution" would not be inherent in the composition of the reference, 
but provides no reasoning as to why it wouldn't other than that "(the) assertion is neither 
legally sufficient, and at least one fact premise upon which it is based is not correct," 
without providing any bases for such conclusion either in case law or based in literature 
or comparative showings. The compositions of the reference are produced from, 
identical constituents, combined in identical proportions, employed to produce an 
identical sheet, subsequently cut into threads and employed to produce the identical 
object, a golf ball. There is no reason to conclude otherwise, and, Applicants' 
Representative has provided none. There has been no showing made by Applicants' 
Representative that any difference exists. Applicants' Representative alleges that 
"(t)here is no disclosure of use of a rubber composition comprising at least 90% cis-1 ,4 
bond-containing rubber," simply ignoring the passages cited in the Office Action drawn 
thereto, which teach clearly to use the same. It is pointed out that a reference is taken 
for the entirety of its teachings, and Applicants' Representative has failed to 
acknowledge those teachings in an attempt to proffer patentability of the instant claims. 
Applicants' Representative has failed to address the rejection of these claims as applied 
under 35 USC 103(a) over the teachings of this reference. 
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With regard to the rejection of claims 1, 2 and 5-7 under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Akita et al, 
Applicants' Representative alleges that "(t)here is no evidence of record that establishes 
that these features (that the composition has a single peak in molecular weight, and a 
ratio of Mw/Mn of from 2.5 to 3.7) recited in claim 1 would necessarily be found in the 
compositions disclosed by Akita." Again, Applicants' Representative has placed a 
standard of 35 USC 102 in addressing the rejection made under 35 USC 103(a), and 
ignored key features of the invention as disclosed by the reference to Akita et al. 
furthermore, it is pointed out to Applicants' Representative that the instantly rejected 
claims are drawn to a rubber composition, perse. The intended use, as recited, 
"thread," fails to give any patentable weight since the use of the composition would be 
recognized and known by one having an ordinary skill in the art. Regardless, the 
compositions are identical, as disclosed and claimed herein. Again, Applicants' 
Representative has failed to address the rejection of these claims as applied under 35 
USC 103(a) over the teachings of this reference. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). n a \ 0 
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Primary Examiner 
Art Unit 1711 
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